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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E Claim(s) 1-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim{s) 1-42 is/are rejected. 

7) n Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f), 

a)nAII b)n Some*c)n None of: 

1 ,□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachnrient(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Infomrial Patent Application (PTO-152) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3. 6) □ Other: 
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Application/Control Number: 10/068,072 Page 2 

Art Unit: 1742 

DETAILED ACTION 
Reissue Applications 

1. Applicant is reminded of the continuing obligation under 37 CFR 1.178(b), to 
timely apprise the Office of any prior or concurrent proceeding in which Patent No. 
5,141,623 is or was involved. These proceedings would include interferences, 
reissues, reexaminations, and litigation. 

Applicant is further reminded of the continuing obligation under 37 CFR 
1.56, to timely apprise the Office of any information which is material to 
patentability of the claims under consideration in this reissue application. 

These obligations rest with each individual associated with the filing and 
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and 
1442.04. 

2. The original patent, or a statement as to loss or inaccessibility of the original 
patent, must be received before this reissue application can be allowed. See 37 CFR 
1.178. 



3. This application is objected to under 37 CFR 1.172(a) as lacking the written 
consent of all assignees owning an undivided interest in the patent. The consent of 
the assignee must be in compliance with 37 CFR 1.172. See MPEP § 1410.01. 
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Even though assignee has filed the reissue declaration, a proper assent of the 
assignee in compliance with 37 CFR 1.172 and 3.73 is required in reply to this 
Office action. 

4. All changes made by Certificate of Correction in the patent file have not been 
entered in the reissue application. All changes made by Certificate of Correction in 
the patent file must be included in the reissue without underlining and bracketing. 
See MPEP 1411.01. 

5. The preliminary amendment is not in accordance with 37 CFE 1.173(d). The 
newly presented claims have not been underlined in their entirety. All markings 
should be done relative to the claims in the patent. An amendment in the proper 
format is required. See MPEP 1453. 

6. The reissue oath/declaration filed with this application is defective (see 37 
CFR 1.175 and MPEP § 1414) because of the following: 

7. The oath or declaration must identify each inventor by full name, and 
country of citizenship as required by 35 U.S.C. 115 and 37 CFR 1.63(a)(3). Each 
inventor's residence and maihng address must also be provided. When filed by the 
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assignee, the required information must be present, even if it is asserted that it is 
based on the last available information known to assignee. 

8. The declaration states that the first error is "A limitation in claim 1 
'removing portions of the gap layer and magnetic bottom pole layer not aligned with 
the upper pole' is in error because the specification and the inventions contained 
therein are directed to pole-tip alignment." Applicant proposes to correct the first 
error by changing the expression "pole layer" in the above-quoted limitation to "pole 
tip portion". MPEP 1414 states that "in identifying the error, it is sufficient that 
the reissue oath/declaration identify a single word, phrase, or expression in the 
specification or in an original claim, and how it renders the original patent wholly or 
partly inoperative or invalid' (emphasis added). Rather than checking the box in 
the reissue application to indicate that the original patent was wholly or partly 
inoperative or invalid by reason of the patentee claiming more or less than he had 
the right to claim in the patent, applicant checked the box to indicate other errors. 
However, applicant does not explain how the first error or a second error renders 
the original patent wholly or partly inoperative or invalid. 

9. The limitation fi-om claim 1, "removing portions of the gap layer and 
magnetic bottom pole layer not aUgned with the upper pole" as originally written, is 
considered by the examiner to include removing all portions of the gap layer and 
magnetic bottom pole layer not aligned with the upper pole, including the tip region. 
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The claims are read in light of the specification. As noted by applicant, the 
specification is directed to pole-tip ahgnment. Column 1, lines 15-19 of the 
specification state that "The present invention relates to production of thin film 
magnetic heads. In particular, the invention relates to aligning the upper and 
lower pole tips in a thin film magnetic head using a sacrificial mask layer." 
(emphasis added). The steps of the invention are described at column 5, line 6 - 
column 6, line 36 and illustrated in figs. 3A-3L Column 5, lines 4-5 state "FIGS. 
3A-3I show the steps of pole tip alignment used in the present invention." (emphasis 
added). 

10. Claim 1 is directed to a "method of manufacturing a thin film magnetic 
head". As explained at column 1, lines 57-61 of the specification, "In operation, a 
magnetic storage medium is placed near the exposed upper and lower pole tips. 
During the read operation, the changing magnetic flux of the moving storage 
medium impresses a changing magnetic flux upon upper and lower pole tips." 
Thus, a functioning magnetic thin film head, such as the head recited in the 
preamble of claim 1, necessarily includes pole tips. As observed above, the 
specification describes the steps of applicant's process in the context of aligning the 
pole tips. It is not seen how claim 1 can be read in light of the specification as not 
including alignment of the pole tip portion of the pole layers. Consequently, it is not 
clear why reciting an "upper pole layer" rather than reciting an "upper pole tip 
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portion" in claim 1 renders the original patent wholly or partly inoperative or 
invalid. 

11. The same wording pointed to by applicant as being in error in claim 1 also 
appears in independent claim 10, lines 16-18. It is not apparent why this wording 
constitutes an error in claim 1 rendering the original patent wholly or partly 
inoperative or invalid and requiring correction, but not in claim 10. 

12. In identifying the second error applicant states that "Although the use of a 
nickel-iron alloy as a sacrificial mask appears in the specification, it was not 
claimed". However, claim 6 of the patent reads "The method claim 1 wherein the 
step of depositing the top sacrificial mask layer comprise the step of depositing a 
nickel-iron alloy". Claim 18 reads "The method of claim 14 wherein the step of 
electroplating successive sacrificial mask layers comprises depositing a nickel-iron 
sacrificial mask layer". Claim 17 also recites a Ni-Fe alloy as one of a group of 
alloys used as a sacrificial mask layer. Thus, the use of a nickel-iron alloy as a 
sacrificial mask clearly was claimed in the patent. Therefore, it is not apparent how 
this perceived error renders the original patent wholly or partly inoperative or 
invalid. 

13. Claims 1-42 are rejected as being based upon a defective reissue declaration 
under 35 U.S.C. 251 as set forth above. See 37 CFR 1.175. 
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The nature of the defect(s) in the declaration is set forth in the discussion 
above in this Office action. 

Claim Rejections - 35 USC § 112 

14. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

15. Claim 34 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for faihng to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

16. Claim 34 is dependent on claim 33, which is dependent on claim 32, which is 
dependent on claim 31, which is dependent on claim 10. Thus, claim 34 includes all 
limitations recited in claims 10, 31, 32 and 33. It is not apparent that claim 34 adds 
any additional limitation to the claims from which it depends. Claim 34 recites that 
the magnetic upper pole tip portion is of an alloy comprising nickel-iron. This 
limitation is recited in claim 33. Claim 34 additionally recites that the metallic 
sacrificial mask is of an alloy comprising nickel-iron. This limitation is recited in 
claim 32. Finally, claim 34 recites that both the upper pole and the mask are 
electroplated. Claims 10 and 31 recite this limitation. 

17. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

18. Claims 32-34 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 32 and 34 
recite that the metallic sacrificial mask comprises a nickel-iron alloy. These claims 
ultimately depend from claim 10. Claim 10 recites electroplating a first sacrificial 
mask layer comprising a metal over the magnetic upper pole. This is the only 
sacrificial mask layer recited in claim 10. There is no apparent basis in the 
specification for the formation of the first sacrificial mask layer from a nickel-iron 
alloy. The specification teaches that the upper pole is tjrpically made of nickel-iron 
(column 3, lines 51-53; column 5, lines 30). The specification further teaches that 
the sacrificial metal mask deposited on the top pole layer may be any metal or alloy 
other than the material used for magnetic poles. This is so that the mask may be 
selectively etched without attacking the magnetic pole material (column 3, Unes 32- 
35). Preferred metals for this first sacrificial mask are copper and gold (column 3, 
lines 37-38). A layer of nickel-iron as a second sacrificial metal mask is deposited 
over the first sacrificial base layer (column 3, lines 49-51). 
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Claims 32 and 34 rejected under 35 U.S.C. 251 as being based upon new 
matter added to the patent for which reissue is sought. The added material which 
is not supported by the prior patent is as follows: the recitation that a metallic 
sacrificial mask deposited directly on the top magnetic pole layer comprises a 
nickel-.iron alloy as described above. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to William T. Leader whose telephone number is 
703-308-2530. The examiner can normally be reached on Mondays-Thursdays and 
alternate Fridays, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Roy King, can be reached on 703-308-1146. The fax phone 
numbers for the organization where this application or proceeding is assigned are 
703-872-9310 for regular communications and 703-872-9311 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703- 



308-0661. 




William Leader 



June 27, 2003/August 6, 2003 
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